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Response to Arguments 

1 . Applicant's arguments, see Remarks pages 1 1 -23, filed September 1 3, 2005, 
with respect to the rejection(s) of claim(s) 1,11, and 15 under U.S. Patent No. 5764371 
to Kawashima et al have been fully considered and are persuasive. Therefore, the 
rejection has been withdrawn. However, upon further consideration, a new ground(s) of 
rejection is made in view of U.S. 2002/0087861 A1 to Segev et al. 

Claim Objections 

2. Claim 2 from the Amendment to the Claims is not the same as claim 2 in the 
original claim even though Claim 2 in the Amendment to the Claims is described as 
"Previously Presented". 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1, 5, 6, 11, 13, 14, 15, 19, and 20 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over U.S. Patent No. 5764371 to Kawashima et al in view of U.S. 
Patent No. 5867586 to Liang further in view of U.S. Patent Application Publication No. 
U.S. 2002/0087861 A1 to Segev et al. 
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Regarding claim 1 , Kawashima et al disclose a confirming facsimile (FAX) 
machine comprising: 

means for scanning and sending each page of a document electronically to a receiving 
FAX machine (column 6, lines 33-43); 

means for marking each page of a document scanned and sent by said FAX machine 
with an ink message (column 2, lines 46-48; column 8, lines 53-61), 
means for reading said marking to confirm the scanning and sending of each page 
of said document (column 2, lines 34-43). However Kawashima et al does not disclose 

a) wherein the ink message being printed with an invisible ink which is only visible in the 
ultra violet (UV) spectrum; and 

b) means for reading said marking to confirm the scanning and sending of each page 
of said document; 

c) wherein said FAX machine is configured to confirm that each page of a document 
has been scanned and sent by said FAX machine to a particular receiving FAX machine 
at a particular time and date. 

Liang et al disclose wherein the ink message being printed with an invisible ink 
which is only visible in the ultra violet (UV) spectrum; and means for reading said 
marking to confirm the scanning and sending of each page of said document (column 4, 
lines 20-30; Figure 1, reference 10; column 5, lines 51-55). 

Segev et al disclose wherein said FAX machine is configured to confirm that 
each page of a document has been scanned and sent by said FAX machine to a 
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particular receiving FAX machine at a particular time and date (paragraph 216, 223, 
238, 239(lines 5-7), 240). 

Kawashima et al, Liang et al, and Segev et al are combinable because they are 
in the similar problem area of marking documents. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the invisible markings of Liang et al with the time and 
destination information stamping of Segev et al to implement time/destination stamping 
of communication documents with invisible ink. 

The motivation to combine the reference is clear because Liang teaches that for 
security purpose special markings are needed (Liang et al: column 1, lines 53-67) and 
date and destination markings can be useful for organization purpose for transmission 
of documents by facsimile and also for proof (Segev et al: paragraph 139). 

Regarding claim 5, Kawashima et al in view of Liang further in view of Segev et 
al teach all the limitations of claim 1 . Further Kawashima et al in view of Liang further in 
view of Segev discloses confirming FAX machine of claim 1 , wherein said marking 
means is a printer (Kawashima et al: column 6, lines 17-25) for marking data including 
date, time the FAX is sent, and telephone number to which the FAX is sent (paragraph 
164, 216, 223, 238, 240). 

Regarding claim 1 1 , Kawashima et al disclose a method of confirming the 
scanning and sending of each page of a document by a facsimile (FAX) machine, said 
method comprising: 
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scanning and sending each page of the document by the FAX machine (column 6, lines 
33-43); 

reading said marking to confirm the scanning and sending of each page of the 
document (column 2, lines 34-43). However Kawashima et al does not disclose a 
method of 

a) marking each page of the document with invisible ink which is only visible in the ultra 
violet (UV) spectrum; 

b) confirming that each page of the document has been scanned and sent by the FAX 
machine to a particular receiving FAX machine at a particular time and date. 

Liang et al disclose marking each page of the document with invisible ink which 
is only visible in the ultra violet (UV) spectrum (column 4, lines 20-30; Figure 1, 
reference 10; column 5, lines 51-55). 

Segev et al disclose confirming that each page of the document has been 
scanned and sent by the FAX machine to a particular receiving FAX machine at a 
particular time and date (paragraph 216, 223, 238, 240). 

Kawashima et al, Liang et al, and Segev et al are combinable because they are 
in the similar problem area of marking documents. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the invisible markings of Liang et al with the time and 
destination information stamping of Segev et al to implement time/destination stamping 
of communication documents with invisible ink. 
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The motivation to combine the reference is clear because Liang teaches that for 
security purpose special markings are needed (Liang et al: column 1, lines 53-67) and 
date and destination markings can be useful for organization purpose for transmission 
of documents by facsimile and also for proof (Segev et al: paragraph 139). 

Regarding claim 13, Kawashima et al in view of Liang further in view of Segev et 
al teach all the limitations of claim 1 1 . Kawashima et al disclose the method of 
confirming that said page was scanned and sent (column 2, lines 34-43) and Liang 
discloses the method further comprising the step of reading each marking under a UV 
lamp (Figure 1, reference 10; column 5, lines 51-55). 

Regarding claim 14, Kawashima et al in view of Liang further in view of Segev et 
al teach all the limitations of claim 1 1 . The method of claim 1 1 , wherein said mark 
includes the time, the date and the FAX number to which the document is sent (Segev 
et al: paragraph 216, 223, 238, 240). 

Regarding claim 15, Kawashima et al disclose a facsimile (FAX) confirmation 
device comprising: 

means for marking each page of a document scanned and sent by a FAX machine with 
an ink message (column 2, lines 46-48; column 8, lines 53-61), 
means for reading said marking to confirm the scanning and sending of each page 
of the document (column 2, lines 34-43), 

wherein said FAX confirmation device is configured to be attached with a FAX machine 
at a point past the output of a scanner of said FAX machine (Figure 4, reference 10a, 
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10b; column 6, lines 17-25). However Kawashima et al does not disclose a facsimile 
(FAX) confirmation device wherein: 

the ink message being printed with an invisible ink which is only visible in the ultra violet 
(UV) spectrum; and 

means for reading said marking to confirm the scanning and sending of each page 
of the document to a particular receiving FAX machine at a particular time and date, 

Liang et al disclose wherein the ink message being printed with an invisible ink 
which is only visible in the ultra-violet (UV) spectrum (column 4, lines 20-30; Figure 1 , 
reference 10; column 5, lines 51-55). 

Segev et al disclose wherein marking is used to confirm the scanning and 
sending of each page of the document to a particular receiving FAX machine at a 
particular time and date (paragraph 216, 223, 238, 240). 

Kawashima et al, Liang et al, and Segev et al are combinable because they are 
in the similar problem area of marking documents. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the invisible markings of Liang et al with the time and 
destination information stamping of Segev et al to implement time/destination stamping 
of communication documents with invisible ink. 

The motivation to combine the reference is clear because Liang teaches that for 
security purpose special markings are needed (Liang et al: column 1, lines 53-67) and 
date and destination markings can be useful for organization purpose for transmission 
of documents by facsimile and also for proof (Segev et al: paragraph 139). 
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Regarding claim 19, Kawashima et al in view of Liang further in view of Segev et 
al teach all the limitations of claim 15. Further Segev et al disclose the FAX confirmation 
device of claim 15, wherein said marking means is a printer for marking data including 
date, time each page of the document is sent, and telephone number to which each 
page of the document is sent (Segev et al: paragraph 120, 216, 223, 238, 240). 

Regarding claims 6 and 20, Kawashima et al in view of Liang further in view of 
Segev et al teach all the limitations of claims 5 and 19 respectively. Further Kawashima 
et al in view of Liang further in view of Segev et al disclose a confirming FAX machine 
or device, further comprising a printer controller for receiving electrical signals 
(Kawashima et al: column 3, lines 20-25) representing time, date, and FAX number from 
said FAX machine (Segev et al: paragraph 240, 140) and controls said printer by 
sending corresponding electrical control signals to said printer (Control signals are 
inherent to a printing device.). 



Allowable Subject Matter 

5. Claims 2, 4, 7-10, 17, and 18 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 
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Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from the 
mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing date of 
this final action and the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing 
date of the advisory action. In no event, however, will the statutory period for reply expire later than 
SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Beniyam Menberu whose telephone number is (571 ) 

272- 7465. The examiner can normally be reached on 8:00AM-4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kimberly Williams can be reached on (571 ) 272-7471 . The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the customer service office whose telephone number 
is (571) 272-2600. The group receptionist number for TC 2600 is (571) 272-2600. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. 
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For more information about the PAIR system, see <http://pair-direct.uspto.gov/> . 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Patent Examiner 

Beniyam Menberu 



12/19/2005 
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